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Agenda

*The new UPC -System
*Implications of Brexit
*Chances for patent owners
»Risks for patent owners
=QOverall evaluation
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* The new UPC-System

unified
. . patent
Training Centre court
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One single patent and one single court
for 24/25 (28) countries

Consumers

JP 127 Mio. US 318 Mio. EU 508 Mio.
(447 Mio.)
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Finland FI ® Slovakia SK
France FR ® Slovenia SL ®

Germany DE ® Spain ES

Greece GR Sweden SE ® _

Hungary HU ® United Kingdom GB ? Start: May 2, 20177
Ireland |E (Brexit June 23, 2016!) 20187

ltaly IT ® 20197

25 signed UPC-A — 13 needed to ratify
® /® =10 ratified /8 will surely ratify
mandatory ratification FR/DE/ (GB/IT)
IT signed UPC-A and later joined UP
HR will join UPC-A and UP

PL and ES did not sign UPC-A

last update:
June 28, 2016
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1827 :UPC-A/ZELH. EDHEUP/ZELEM

ZAFF 7 UPC-ARUUP~NEMFE last update : 5

=R, RS> : UPC-ARXEE June 5, 2016
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ARTICLE 89 UPCA (long)
Entry into force

(1) This Agreement shall enter into force on 1 Janu  ary 2014 or on the first day of the
fourth month after the deposit of the  thirteenth instrument of ratification or
accession in accordance with Article 84, including the three Member States in
which the highest number of European patents had ef  fect in the year preceding
the year in which the signature of the Agreementta  kes place (19.2.2013) or on the
first day of the fourth month after the date of ent  ry into force of the amendments
to Regulation (EU) No 1215/2012 concerning its rela  tionship with this Agreement
(10.1.2015), whichever is the latest.

(2) Any ratification or accession after the entry | nto force of this Agreement shall
take effect on the first day of the fourth month af  ter the deposit of the instrument
of ratification or accession.
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Protocol on the provisional application of the UPCA

Article 3 — Entry into force

(1) This Protocol shall enter into force the day af  ter 13 Signatory States of the
Agreement on a Unified Patent Court including Germany, France and the United
Kingdom , have either ratified, or informed the depositary that they have received
parliamentary approval to ratify, the Agreement on a Unified Patent Court and have

a. signed in accordance with Article 2(2)a. or sign  ed, and ratified, accepted or approved
this Protocol in accordance with Article 2(2)b.; or

b. declared by means of a unilateral declaration or in any other manner that they
consider themselves bound by the provisional applic ation of the articles of the
Unified Patent Court Agreement mentioned under Arti cle 1 of this Protocol.
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ARTICLE 87

Revision

(2) The Administrative Committee may amend this Agr  eement to bring it into
line with an international treaty relating to paten ts or Union law.

(3) A decision of the Administrative Committee take n on the basis of
paragraphs 1 and 2 shall not take effect if a Contr  acting Member State
declares within twelve months of the date of the decision, on the basis of its
relevant internal decision-making procedures, that it does not wish to be
bound by the decision. In this case, a Review Confe  rence of the Contracting
Member States shall be convened.

10
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the agreement at a soon
IT takes its place, UPCA needs some amendments by a  dministrative
committee (1 year) or signatory states (even shorte 1)

- GB leaves the EU after 2 years (+ extension) accor ding to Art. 50 Lisbon

Treaty
IT takes its place, UPCA needs some amendments by a  dministrative
committee (2 years +) or signatory states (2 years  +)

11
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European Patent Office

uropean Patent Application

Grant of European Patent (EP)

I [Popteaton for umary efieat monty ]
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Unitary Character
Uniform Protection
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UNIFIED PATENT COURT (UPC) unified

patent
court

Court of First Instance

Regional Divisions
Central Division(s)

Arbitration Centre 3
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Court of Justice of the European Union

L0 S

CVRIA
WA

Court of Appeal unified

patent
court

Court of First Instance

unified
patent
court
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UNIFIED PATENT COURT (UPC) A

patent
court

= Regional Divisions in
= Local Divisions in

=Mediation- and Arbitration Centre in  Lisbon and Ljubljana

*Training Centre in Budapest

16
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UNIFIED PATENT COURT (UPC) s

patent
court

Paris English/German/French

President's Office

(B) Performing operations, transporting
(D) Textiles, paper

(E) Fixed constructions

(G) Physics

(H) Electricity

London English/German/French

(A) Human necessities
(C) Chemistry, metallurgy

Munich English/German/French

(F) Mechanical engineering, lighting, heating, weap  ons, blasting 17



e l]--ﬂﬂ!
B Sl | EUROPEAN
- __w LAw @ OP' : i
. __ D SOCIETY Intellectual Property Law rWZh feCﬂtSaﬂwaﬁe

i — 45 E AT (UPC) e tent

court

(B) MERIR4E. Bl
(D) Hii. #&

(E) BE#EEY
(G) M

(H) B%

AVRY RE VB TIUREE
(A) e ) 2T
(C) B8HA. &

2aNy REE/FAVEE/TSUREE
(F) T2, FH. M. B, B
17



_.;l_]:ggE!:: EUROPEAN
Soej --
. “ L_ g SOCIETY Intellectual Property Law rWZh I’eChtsaﬂwane

UNIFIED PATENT COURT (UPC) s

patent
court

SE, EE, LT, LV in Stockholm English
HU, SL, HR in ? Slovenian, Croatian, English

CZ,SKin??

18
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court

GB in London English

DE in Dusseldorf, Munich, Mannheim, Hamburg  German & English (ltd.)
FR in Paris French & English (Itd.) & German?

NL in The Hague Dutch & English

BE in Brussels Dutch & French & German & English
IT in Milan Italian

Fl in Helsinki Finnish & Swedish & English

DK in Copenhagen Danish & English

IR in Dublin English

AT in Vienna German & English?

RO in Bucharest Rumanian?

19
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UNIFIED PATENT COURT (UPC) s

patent
court

- European Patents with Unitary Effect (UP)  no possibility to opt-out
- European Patents (EP)

- Protection of published European Patent Applicatio ns
(EP-A)

- Supplementary Protection Certificates (SPC)

20
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UNIFIED PATENT COURT (UPC) unified

patent
court

- Action for infringement

- Counterclaim for revocation

21
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court

- BEH
- RHERDB R
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UNIFIED PATENT COURT (UPC) ”p"aiféﬁ

court

- Action for Revocation
- Counterclaim for Infringement

- Action for Declaration of Non-Infringement
- Counterclaim for Infringement

- Action for Infringement only if
- no local or regional division for territory of infringement (LU, PT)
- defendant’s domicile outside EU (US, JP)

22
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Court of First Instance

23
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Court of First Instance
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Court of First Instance
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Court of First Instance
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Court of Appeal

unified
patent
court
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Rules of Procedure (RoP) .

patent
court

Fairness and equity

Efficient and cost effective active case management
Highest quality

Consistent application and interpretation

Final decision (infringement and validity) in one y ear

28
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UPC first instance steps of procedure

unified

- \ patent
2 &3 court

Decision Decision
on the merits on damages
R118 R118

@ Written procedure | Interim procedure | Oral procedure Damages
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UPC decision on the merits time bar

01/01/2015 01/06/2015 sgs

Statement Reply to unified

of claim stat. defence + patent
Dfce to ctrclaim

R13 R 29 court

01/04/2015 01/07/2015
Statement Rejoinder

of defence + to the reply + '
Counterclaim . Reply to dfce
revocation ;

R23 &24 R 29

01/08/2015 01/10/2015 01/11/2015  01/12/2015
. Interim  Closure interim Oral Decision
\ conference procedure hearing
R 101 R 101 & 110 R111 R118
Written Interim
procedure procedure

\.
' '

3 months 2 months 1 month 3 months
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158129 court
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COStS unified

patent

(Litigation) court

Court fees

- Fixed fee for each type of action
- Plus additional value based fee if value > € 500.00 O

- 40% off for small enterprises and micro-enterprise s
- 25% off If decision by single judge
- 20-60% off if withdrawal or settlement

31
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%Fﬁ (IZIFF_I\ unified

patent

court

- IMEE, SHtERIT: 40%0) B &8
- HBHEBELIRIZKSHRDIZGE: 25%0F%E
- T FEIZFBDOIEE 20~60%0) FZE
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COStS unified

patent

(Litigation) court

Court fees

Infringement action € 11.000
Counterclaim for revocation as infringement
(cap € 20.000)

32
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nﬁ _l\) unified
patent

4 0k court

& X F 2

BREDHA: € 11.000
BUEIZC DT O K ER: BREDHKALFRIEE
(PR € 20.000)
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COStS unified

patent

(Litigation) court

Court fees

Up to and including € 500.000 €0
Up to and including € 750.000 € 2.500
Up to and including € 8.000.000 € 52.000
Up to and including € 20.000.000 € 100.000
more than € 50.000.000 € 325.000

33
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(25 CfzaB 0 3 #ukl

€ 500.000LL7F: €0
€ 750.000LL7F - € 2.500
€ 8.000.000LL7F : € 52.000
€ 20.000.000LL7F - € 100.000
€ 50.000.000% B A 5% : € 325.000
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COStS unified

patent

(Litigation) court

Recoverable costs

- Reasonable and proportionate legal costs
- Celling for recoverable costs

34
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COStS unified

patent

(Litigation) court

Recoverable costs

Up to and including € 250.000 Up to € 38.000

Up to and including € 500.000 Up to € 56.000

Up to and including € 16.000.000 Up to € 800.000
More than € 50.000.000 Up to € 2.000.000
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€ 250.000LLF € 38.0003k i#

€ 500.000LLF € 56.0003k #

€ 16.000.000LLF € 800.000K i
€ 50.000.000%#2 % 5%8 € 2.000.000k i
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Patentamt
European

PPPPP t Offlce
Office européen

(Prosecution)

des brevets

Renewal fees

(= reduction by 78%)
- first 10 years: € 5.000
- 20 years: € 35.500

Transaction costs
- down 50%
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Europaisches
Patentamt

E:::E{Eil]r}fh:e
Renewal fees ot suapen
Year True TOP 4 25 MS
€ €
2 35 5
8 105 1298
4 145 1874
5 315 2545
6 475 3271
! 630 3886
° 815 4625
o 990 5513
10 1175 6416
= 1460 7 424
12 1775 8473
18 2105 9594
14 2455 10 741
5 2830 11917
16 3240 13 369
u 3640 14 753
18 4055 16 065
> 4455 17 660
20 4855 19 197
Total 35 555 158 621

[¢¥]
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Europaisches
Patentamt
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E%ﬁ- 5|£_|. A
3 True TOP 4 250 B E
€ €
2 35 0
3 105 1298
4 145 1874
5 315 2 545
6 475 3271
7 630 3 886
8 815 4625
9 990 5513
10 1175 6 416
11 1 460 7 424
12 1775 8473
13 2 105 9594
14 2 455 10 741
15 2 830 11 917
16 3240 13 369
17 3640 14 753
18 4 055 16 065
19 4 455 17 660
20 4 855 19 197
Total 35 555 158 621

[¢¥]
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Chances for patent owners

»UP: One patent for all Member States
» Only one register
» Only one stop for renewal fees
» Less translations
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Chances for patent owners

»UPC: One competent court for all
Member States
» One stop only

» Europe s best patent judges together with
technical judges

» Europe wide enforcement
» Proceedings in English!
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3
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Chances for patent owners

»One law and one set of rules
»Easy to understand and handle

SOCIETY Intellectual Property Law rWZh ecntSanwa
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Chances for patent owners

»Uniform interpretation of the law and the
rules

» High certainty and predictability of outcome,
Europe-wide
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Chances for patent owners

» Active case management and fast
procedure

» clear deadlines

» costs and damages are dealt with later

» Hardly any court experts due to technical
judges
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Chances for patent owners

»Interim conference
» Chance to react to judge s opinion

» Chance for an early settlement based on the
judge s opinion

.
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Chances for patent owners

»Moderate costs with cap
» Predictable cost risk

» More economic than US, GB or Europe wide
litigation
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Chances for patent owners

» Extended forum shopping

» UP; EP, national patent, national utility model

» Opt-out / Re-Opt-in

» Within UPC-system

» Outside UPC-system

» Concurring jurisdiction in transitional phase

.
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Risks for patent owners

»Duty to answer to inquiries by
competitors (R. 60(2))

» Obligation to place a security for costs
(Art. 158)

»Quality of Judges
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Risks for patent owners

» Costs for SME may be too high

»Brexit? UP-Coverage for GB?
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Risks for patent owners

»Vulnerability to central revocation
» Crown jewel patent?
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Overall evaluation

ENRIZALT AIEEFZR/T

ni irazunba koji wo ezu

If you do not enter the tiger's cave, you will not catch its cub.
Nothing ventured, nothing gained.

Japanese Proverb
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Nothing ventured, nothing gained.
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If you fail to prepare
you are preparing to fail!

Margot Frohlinger (EPO)
February 4, 2016, in Amsterdam
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Dr. Matthias Zigann
Presiding Judge
Regional Court Munich |

matthias.zigann@alumni.ip.mpgq.de

© 2016
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